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DETAILED ACTION 

The amendment filed on 1 1-25-2005 is acknowledged. Claims 1 and 25-26 have been 
amended. Claims 23-24 have been canceled. Claims 1, 3-9 21, 22 and 25-27 are pending and 
currently under examination. 

Claim Rejections Maintained 
35 use §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. AppUcant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1, 3-9 21, 22 and 25-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Contag et al (U.S. Patent 5,650,135 - IDS filed on 10-5-98) in view of Georgiou et al. 
(U.S. Patent 5,348,867 - IDS filed on 1-22-99) for the reasons set forth in the previous Office 
action in the rejection of claims 1, 3-9, 22-23 and 27. 
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The instant claims are drawn to a biodetector comprising a transmembrane fixsion protein 
comprising an extracellular ligand-specific moiety derived from an antibody and an intracellular 
enzymatic signal transforming domain (i.e. signal-converting element) coupled to a reporter gene 
(luciferase) via a responsive element (transcription activation element) and a transducer. Said 
biodetector may further comprise a bacterial cell 

Contag et al. disclose biocompatible compounds comprising an entity such as a bacterial 
cell and a light-generating moiety such as luciferase (see column 2, Une 60 to column 3, line 3). 
Contag et al. further disclose said moiety could be expressed via in situ synthesis in the entity 
(i.e. expression of a heterologous bio luminescent protein in a transformed cell or the in situ 
activatable promoter controlled expression of a bioluminescent protein [see column 3, lines 11- 
14, column 4, lines 18-21 and column 7, lines 31-39]). Contag et al. also disclose luciferase 
vector constructs that can be adapted for use in transforming a variety of host cells including 
bacteria (see column 10, hnes 60-63). Finally, Contag et al. disclose the use of antibodies and 
antibody fragments to confer specificity to the compound. Contag et al. differs from the claimed 
invention in that they do not explicitly disclose the recombinant expression of the antibodies or 
antibody fragments on the bacterial surfaces. Georgiou et al. disclose methods for the 
recombinant expression of heterologous proteins on the surface of bacteria (see abstract) 
including the expression of scFv (see column 6, lines 25-26). Since Contag et al. disclose the use 
of antibodies and antibody fragments as targeting moieties (see column 3, hnes 38-40), it would 
have been obvious to one of skill in the art to use the heterologous scFv disclosed by Georgiou et 
al. in order to take advantage of the increase in specificity, diversity and ease of production 
associated with the resulting biodetector. It should be noted that claim 24 was mistakenly 
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omitted from the rejection recited in the previous Office action. Said claim was inadvertently 
indicated as being free of the art of record when the limitations of said claim was clearly 
disclosed in the cited art. The Examiner apologizes for any inconvenience this inadvertent error 
may have caused. 

New Grounds of Rejection 
35 use §112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such fuU, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of canying out his invention. 

Claims 1, 3-9 21, 22 and 25-27 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
appHcation was filed, had possession of the claimed invention. This is a new matter rejection. 

Applicant has amended claim 1 to recite, "a transmembrane fusion protein comprising an 
extracellular ligand-specific moiety derived from an antibody and an intracellular enzymatic 
signal transforming domain". This phrase (i.e. combination of elements) does not appear in the 
specification, or original claims as filed. Applicant does not point out specific basis for this 
limitation in the application, and none is apparent. Additionally, there appears to be no recitation 
of the phrase intracellular enzymatic signal transforming domain" in either the specification or 
original claims as filed. Therefore this limitation is new matter. 
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The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1, 3-9 21, 22 and 25-27 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 is rendered vague and mdefinite by the use of the phrase "derived from an 
antibody". It is unclear what form said derivation is meant to take. Is said derivation merely an 
antibody fragment or does it possess additionally changes? As written, it is impossible to 
determine the metes and bounds of the claimed invention. 

Claim 1 is rendered vague and indefinite by the use of the term "selectively recognizes". 
It is unclear what besides "binding to" said "recognition" could encompass. 

Claim 9 recites the limitation "said substance" in line 1. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 26 recites the limitation "said fusion protein" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 1 recites the limitation "said intracellular transforming domain" in line 1. There is 
insufficient antecedent basis for this limitation in the claim. 



Conclusion 



No claim is allowed. 
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Claims 25-26 are free of the art of record 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert A. Zeman whose telephone number is (571) 272-0866. 
The examiner can normally be reached on Monday- Thursday, 7am -5:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynette Smith can be reached on (571) 272-0864. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
Information regarding the status of an application may be obtained from the Patent AppUcation 
Information Retrieval (PAIR) system. Status information for pubHshed applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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PATENT EXAMINER 

February 8, 2006 



